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DETAILED ACTION 

Response to Amendment 

1 . The applicant's amendments filed September 15, 2008 have been entered. 
Claims 1-14 are currently pending in the application. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Takeuchi 
(JP 08-088030). 

Regarding claim 1 , Takeuchi teaches an electrolyte comprising an electrolyte 
composition and a matrix polymer, 

• wherein the matrix polymer is a polymer formed by polymerization of a first 
compound having at least two isocyanate groups and a second compound 
having at least two nucleophilic groups containing active hydrogen 
(paragraphs [0021] and [0022]). 
With regard to the limitation of the polymerization being performed after a 
precursor for the matrix polymer is brought into contact with a surface on which the 
electrolyte is to be formed, the lack of physical description in a product-by-process claim 
makes determination of the patentability of the claim more difficult, since in spite of the 
fact that the claim may recite only process limitations, it is the patentability of the 
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product claimed and not of the recited process steps which must be established. We 
are therefore of the opinion that when the prior art discloses a product which reasonably 
appears to be either identical with or only slightly different than a product claimed in a 
product-by-process claim, a rejection based alternatively on either section 102 or 
section 103 of the statute is eminently fair and acceptable. As a practical matter, the 
Patent Office is not equipped to manufacture products by the myriad of processes put 
before it and then obtain prior art products and make physical comparisons therewith. In 
re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972). 

Regarding claim 2, Takeuchi teaches all of the limitations as stated above. 
Takeuchi also teaches the electrolyte, wherein the electrolyte composition comprises a 
solvent to form a gel electrolyte (paragraph [0032]). 

Regarding claim 3, Takeuchi teaches all of the limitations as stated above. 
Takeuchi also teaches the electrolyte, wherein the electrolyte composition comprises no 
solvent to form a solid electrolyte (paragraph [0033]). 

Regarding claim 4, Takeuchi teaches all of the limitations as stated above. 
Takeuchi also teaches the electrolyte, wherein the electrolyte composition comprises an 
ionic liquid to form a gel electrolyte (paragraph [0032]). 

Regarding claim 5, Takeuchi teaches all of the limitations as stated above. 
Takeuchi also teaches the electrolyte, wherein the electrolyte composition comprises a 
redox couple (paragraph [0036]). 

Regarding claims 6 and 7, Takeuchi teaches all of the limitations as stated 
above. Takeuchi also teaches the electrolyte, 
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• wherein the redox couple is a combination of a halogen ion and a halide ion 
(paragraph [0028]), and 

• wherein a halogen element portion of the redox couple is iodine (paragraph 
[0028]). 

4. Claims 8-9 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yonehara et al (JP 2000-306605). 

Regarding claims 8 and 9, Yonehara et al teaches a photocell comprising: a 
semiconductor layer composed of semiconductor particles carrying a dye and an 
electrolyte layer, the layers being provided between a counter electrode and an 
electrode formed on a surface of a substrate (paragraph [0108]); 

• wherein the electrolyte layer has a redox couple, an electrolyte composition, 
and a matrix polymer (paragraph [0056]); 

• wherein the matrix polymer is a polymer formed by polymerization of a first 
compound having at least two isocyanate groups and a second compound 
having at least two nucleophilic groups containing active hydrogen (paragraph 
[0058]); and 

• wherein the substrate is a transparent substrate (paragraph [01 25]). 
Regarding claim 14, Yonehara et al teaches a method for manufacturing a 

photocell comprising: 

• forming a semiconductor layer composed of semiconductor particles carrying 
a dye between a counter electrode and an electrode formed on a surface of a 
substrate; 
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• applying a first compound having at least two isocyanate groups and a 
second compound having at least two nucleophilic groups containing active 
hydrogen; and 

• polymerizing the first compound and the second compound (paragraphs 
[0056] and [0058]). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 10 and 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overTakeuchi (JP 08-088030). 

Regarding claim 10, Takeuchi teaches a method for manufacturing a photocell 
comprising: 

• injecting a mixed solution between a counter electrode and an electrode 
formed on a surface of a substrate, the mixture containing a first compound 
having at least two isocyanate groups, a second compound having at least 
two nucleophilic groups containing active hydrogen, and an electrolyte 
composition having a redox couple (paragraphs [0021], [0022], and [0036]); 
and 

• polymerizing the first compound and the second compound (paragraph 
[0023]). 

With regard to the limitation of polymerizing the first compound and second 
compound after the mixed solution is brought into contact with the electrode formed on 
the surface of the substrate, it is considered by the examiner to be an obvious variation 
over the method in Takeuchi. There appears to be no patentable distinction between 
polymerizing the compounds before the solution is brought into contact with the 
electrode or after. 

Regarding claim 12, Takeuchi teaches all of the limitations as stated above. 
Takeuchi also teaches the method for manufacturing a photocell, wherein the 
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polymerizing is performed in accordance with Michael addition reaction (paragraphs 
[0025] and [0026]). 

Regarding claim 13, Takeuchi teaches all of the limitations as stated above. 
Takeuchi also teaches the method for manufacturing a photocell, wherein the electrolyte 
composition has a redox couple (paragraph [0036]). 

9. Claims 1 0-1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Yonehara et al (JP 2000-306605). 

Regarding claim 10, Yonehara et al teaches a method for manufacturing a 
photocell comprising: 

• injecting a mixed solution between a counter electrode and an electrode 
formed on a surface of a substrate, the mixture containing a first compound 
having at least two isocyanate groups, a second compound having at least 
two nucleophilic groups containing active hydrogen, and an electrolyte 
composition having a redox couple; and 

• polymerizing the first compound and the second compound (paragraphs 
[0056] and [0058]). 

With regard to the limitation of polymerizing the first compound and second 
compound after the mixed solution is brought into contact with the electrode formed on 
the surface of the substrate, it is considered by the examiner to be an obvious variation 
over the method in Takeuchi. There appears to be no patentable distinction between 
polymerizing the compounds before the solution is brought into contact with the 
electrode or after. 
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Regarding claim 1 1 , Yonehara et al teaches all of the limitations as stated above. 
Yonehara et al also teaches the method for manufacturing a photocell, further 
comprising forming a semiconductor layer, composed of semiconductor particles 
carrying a dye, between the electrode and the counter electrode (paragraph [0108]). 

Regarding claim 12, Yonehara et al teaches all of the limitations as stated above. 
Yonehara et al also teaches the method for manufacturing a photocell, wherein the 
polymerizing polymerization is performed in accordance with Michael addition reaction 
(paragraphs [0056] and [0058]). 

Regarding claim 13, Yonehara et al teaches all of the limitations as stated above. 
Yonehara et al also teaches the method for manufacturing a photocell, wherein the 
electrolyte composition has a redox couple (paragraph [0056]). 

Response to Arguments 
10. Applicant's arguments filed September 15, 2008 have been fully considered but 
they are not persuasive. With regard to the applicant's argument that Takeuchi does 
not teach the polymerization being performed after a precursor for the matrix polymer is 
brought into contact with a surface on which the electrolyte is formed, the examiner 
disagrees. While Takeuchi may not explicitly teach that the solid polymer electrolyte is 
polymerized before or after being in contact with a surface on which the electrolyte is 
formed, as discussed above, it would be obvious to one of ordinary skill in the art to do 
so. The mere fact that the pores of a surface would be filled if the polymerization occurs 
after the solution is in contact with the surface is not patentably distinct over the applied 
art and would be an obvious variation of the art to one of ordinary skill. 



Application/Control Number: 1 0/51 1 ,01 2 Page 9 

Art Unit: 1795 

With regard to the applicant's argument that Yonehara et al fails to disclose a 
photocell comprising a semiconductor layer and an electrolyte layer, the layers being 
provided between a counter electrode and an electrode formed on the surface of a 
substrate, the examiner respectfully disagrees. As stated in the prior action, Yonehara 
et al teaches a solid polymer electrolyte as well as a semiconductor layer in paragraph 
[0108]). With regard to the electrodes, they must be present in order for the solar cell to 
be operable. 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEXANDER S. TUMMINELLI whose telephone 
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number is (571)270-3878. The examiner can normally be reached on Monday- 
Thursday, 7:30am-5pm EST, Alt. Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on (571)272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. S. TV 

Examiner, Art Unit 1795 
/Alexa D. Neckel/ 

Supervisory Patent Examiner, Art Unit 1795 



